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Our library offers one-credit hour advanced legal research classes in the areas of BU Law’s 

specializations. This IP Legal Research course was designed to give students an introduction to 

advanced legal research topics, such as secondary sources, legislative history, regulations, current 

awareness, and specialized search resources, including patent, trademark, and copyright law research, 

with a focus on the specific resources for this area.  

Nothing gets law students excited about legal research like a friendly competition and the 

opportunity to win a prize! The Team Index v. Team TOC v. Team Keyword exercise was 

developed to better introduce students to the various strengths and weaknesses of each method of 

searching and when they are best employed. The class is divided into three teams, assigned a search 

method, and asked to answer the research question on the slide. The first team to find the answer to 

the question wins that round, and the team who wins the competition gets a prize. There is also a 

tiebreaker question at the end, in case of a tie. The answer to each question has a short explanation 

of which search method is best suited to the type of question, which I review after every question. 

While this particular set of questions is targeted towards IP research, we have successfully used it in 

other classes, mostly recently looking at Immigration Law, and it can be redone for any specialized 

research subject for which there is a treatise (preferable available online, for the keyword search 

team).  
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Boston University School of Law 

Intellectual Property Research 

Oct. 24 – Nov. 26, 2014 

Syllabus  

Fridays, 10:30-12:50 PM 

Room 335 

Instructor: Ellen Frentzen 

Email: emric@bu.edu 

Office: 330 A-5 

Office Hours: Friday, 9:30-10:30 AM. Because the reference desk schedule changes on a weekly basis, it 

is hard for me to guarantee specific times I’ll be in my office for drop-in hours. I strongly encourage you 

to email me to set up an individual appointment if you would like to make sure I’ll be in my office, 

otherwise, please feel free to stop by and see if I’m there. If you can’t find me in my office, please try the 

Reference Desk. 

 

Course Objectives: students will gain an increased understanding of advanced research tasks, including 

researching legislative history and administrative legal materials, complex and multi-part search strategies 

and resource evaluation. Students will gain familiarity with the subject area, including major laws, 

regulations, and secondary and current awareness resources. Finally, students will understand the context 

and framework of various legal research resources and how they work together to accomplish thorough 

research, an understanding that can be applied to research problems in any legal subject area. 

 

How the Course Works: There is no required reading for this class. Students will be required to 

complete CALI lessons prior to three classes. Class time will be a mixture of demonstrations, hands-on 

exercises, and presentations, because the best way to learn how to research is to do it. We will also have a 

variety of guest lectures, and the actual order of classes may change slightly, based on their availability, in 

which case, an updated syllabus will be provided promptly. There will be a short assignment after each 

class that will be due to me prior to the start of the next class.  

 

There will be no final exam or research project for this class. 

 

It is expected students will spend 2-3 hours preparing for each class session. If, after 2 hours, you are 

struggling to complete the material, please see me. 

 

Class website: http://lawlibraryguides.bu.edu/iprfall2014  

 

Summary of Grading:  

Any assigned CALI exercises must be completed prior to attending class and are worth 15% of your 

grade for the course. Your grade for the CALI exercises will be based on completion of the lesson, and 

not your overall score.  

Assignments must be completed and submbitted and are worth 70% of your grade for the course. 

Class participation (including exercises and your news alert) is worth 15% of your grade for the course. 

mailto:emric@bu.edu
http://lawlibraryguides.bu.edu/iprfall2014
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BU Law requires the median grade for this course be an A-. 

 

Preliminary Matters: 

 You will need active passwords for Lexis, Westlaw, and BloombergLaw. If you have issues related to 

your passwords or logins, please contact Steven Alexandre da Costa, our Electronic Resources Librarian 

at sadac@bu.edu, or stop by his desk in Room 330. Use of all three research platforms, along with other 

research databases, is encouraged.  

 

Some of the library resources we will be working with will require you to use your Kerberos login to gain 

access to the resources from off-campus. For help with your Kerberos login and off-campus access, 

please see http://www.bu.edu/tech/accounts/remote/. 

 

If you have never used CALI lessons before, you will need to create an account at http://www.cali.org. 

Please see me for the CALI authorization code.  

 

Week 1 (Oct. 24): Introduction to library resources, resource evaluation, secondary sources, and 

current awareness 

Assignment 1: Secondary Sources and Current Awareness – Due: Oct. 31, by 10:30 AM 

 

Week 2 (Oct. 31): Federal Legislative and Administrative Materials 

CALI:  

Researching Federal Administrative Regulations: http://www.cali.org/lessonlink/566/LWR06/3634/jq  

Researching Federal Legislative History: http://www.cali.org/lessonlink/575/LWR14/3634/jq 

Agency Decisions and Orders: http://www.cali.org/lessonlink/1223/LR57/3634/jq 

 

Assignment 2: Federal Legislative & Administrative Materials – Due: Nov. 7, by 10:30AM 

 

Week 3 (Nov. 7): Researching Trademark and Copyright Registrations 

CALI: Copyright and Trademark Legal Research: http://www.cali.org/lessonlink/1068/LR51/3634/jq 

Assignment: Trademark & Copyright – Due Nov. 14, by 10:30 AM 

Week 4 (Nov. 14): IP Research on Lexis and Westlaw 

Reeves Gillis (Lexis Advance) and Mark Frongillo (WestlawNext) will be coming to class to demonstrate 

the IP research tools and resources available on their databases.  

 

There will be no assignment from me this week, but you must complete whatever exercises and 

assignments Reeves & Mark have for you.  

 

Week 5 (Nov. 21): Foreign, Comparative, and International IP Law Research tools, Researching 

Patent Trolls 

CALI: Introduction to Foreign Legal Research: http://www.cali.org/lessonlink/764/LWR32/3634/jq 

Guest Lecturer: Stefanie Weigmann, Legal Information Librarian 

Guest Lecturer: Diana Koppang, Manager of Reference Services, Neal, Gerber & Eisenberg 

Assignment: FCIL Research – Due: December 5, by 12:00 PM 

http://www.bu.edu/tech/accounts/remote/
http://www.cali.org/
http://www.cali.org/lessonlink/566/LWR06/3634/jq%09
http://www.cali.org/lessonlink/575/LWR14/3634/jq
http://www.cali.org/lessonlink/1223/LR57/3634/jq
http://www.cali.org/lessonlink/1068/LR51/3634/jq
http://www.cali.org/lessonlink/764/LWR32/3634/jq


 

3 
 

 

Week 6 (Nov. 26): Patent Law Research  

Guest Lecturer: Matt Berntsen, Patent Litigation Associate, Fish & Richardson 

Assignment: Cancelled. Happy Thanksgiving!  

 

 



Class 1 Outline: Oct. 24 

1. Search “chicken suit” on legal solutions blog for HN of Day 

2. Intro to class, syllabus review 

3. Structure of IP research  

a. IP law is largely federal, largely statutory and regulatory, except when it’s not 

b. Covers patent, trademark, copyright, but also trade secrets, unfair competition, licensing 

c. Touches on other areas of law—bankruptcy, contracts, etc 

d. Because of this, want to really refresh and polish those advanced research skills, so you 

can approach mixed law questions (i.e., what happens to a patent when a company goes 

bankrupt?) 

e. Will also spend time with each of the areas individually, for specialized strategies, as well 

as taking a look at when you as an attorney might be involved in advising clients 

f. Working to line up guest lecturers 

g. Today’s focus: evaluating non-primary sources and preparing to research 

4. Research method 

5. Secondary sources 

a. What are they—PPT 

i. Live demo Lexis 

ii. Live demo Westlaw 

iii. Live demo Hein  

b. How to find—GU Treatise finder, research guides, ask a lib, Lexis and Westlaw 

collections 

c. Finding aids 

i. TOC 

1. Harvey’s headlights: should these be patented or trademarked? What 

about both? http://www.watsons-streetworks.com/exterior-

lighting/headlights/led-headlights-251xx 

2. WestlawNext: McCarthy on Trademarks and Unfair Competition 

ii. KW Search: Lexis Advance: Nimmer on Copyright: video games 

iii. Index: Westlaw Next: Patry on Copyright: video games 

6. Secondary sources exercises 

a. Resource evaluation: characteristics of practitioner tools 

b. Presentations 

c. TOC/Index exercise (originally developed by Jennifer Ekblaw, 2012) 

7. Team Index v. Team Keyword v. Team Table of Contents (allot 30 minutes)- 9 questions plus 

lightning question in the event of a tie 

8.  

a. All questions will involve Milgrim on Trade Secrets (Index and Source (ToC is option 

within) on Lexis.com) 

i. (ToC- common term, but not easy to find in index): Your client wants to claim 

trade secret protection in an invention where the components are all known, 

but he is keeping their combination a secret.  Is this sufficiently secret to be a 

http://www.watsons-streetworks.com/exterior-lighting/headlights/led-headlights-251xx
http://www.watsons-streetworks.com/exterior-lighting/headlights/led-headlights-251xx


trade secret?  In addition to answering the question, provide the relevant 

section, and footnote number at the end of the relevant sentence. 

1. Yes, it is sufficient. §1.03. 22. 

ii. (Keyword- Term of art): The managing partner tells you to use the Georgia-

Pacific factors to determine the reasonable royalty.  How many factors are 

there?  Also tell me the section where you found this information. 

1. 15. Appendix 9H II. 

iii. (Index- combining things together): In the trade secret context, is the 

relationship between the CFO and the corporation a confidential relationship?  

Answer the question, and give the relevant section and subsection. 

1. Yes.  §5.02[1][a] 

 

iv. (Keyword- specific terms FTC FOIA will get you to the appropriate part of the 

article faster) Can the FTC be required to release trade secret information under 

FOIA?  Provide the section where you found it, and the footnote number at the 

end of the relevant sentence 

1. No; §12.02; 70. 

v. Can an oral contract regarding trade secrets ever be valid?  Answer the question 

and provide the section where you found the answer. 

1. (ToC is prob. best; Index also good if they start under oral agreements 

as opposed to contracts; Keyword search will bury with irrelevant 

results) 

2. Yes; §4.04  

vi. (Index is good for this; ToC won’t be b/c title of section isn’t obvious; keyword 

under natural language is good too, though) You’ve heard reverse engineering is 

a defense to a misappropriation of trade secret claim.  You want to learn more 

about the law in this area.  Tell me the section you’d want to read. 

1. §7.02 

vii. (Keyword will prob. Be best- esp. if they do proximity search) Are lists of 

customers likely to be protected as trade secrets in Massachusetts?  Give the 

answer and the section where you found it. 

1. (Index may lead them down the wrong path to UTSA- but Mass. Statute 

isn’t based on this; Table of Contents will be tricky because it’s under 

definitional, but there’s nothing specifically about customer lists). 

2. No; §1.09 

viii. (ToC prob. Best; Index: Litigation – relief available: cross-reference to remedies, 

where they’re listed) What are some of the different ways someone might 

enforce his/her trade secret protection?  List them and tell me the appropriate 

section. 

1. Breach of Contract, Breach of Confidence, Unfair Methods of 

Competition, Common Law Misappropriation, State Remedies (§ 

13.03) 



ix. (Index is good;) Your client is seeking injunctive relief against the defendant.  

You want to know whether this determination will be made by a judge or jury.  

Answer the question, and tell me the section and subsection where you found 

the answer. 

1. It depends; if there’s a jury in a jurisdiction that doesn’t distinguish 

law and equity, jury will probably decide.  Usually a judge decides.  

§15.02[1][a]. 

x. TIEBREAKER: Can a trade secret that has been posted on the internet still be 

considered “secret”? 

1. It depends. 17.03 

b. End of exercise- when is it best to use each: 

i. Keyword search: When there are very unique terms; when you know unique 

terms will be close together and you can use a proximity search to quickly 

identify the relevant portion of a section 

ii. Index: When you’re not sure how things relate (can take advantage of cross-

references); when the terms you’re looking for are very common. 

iii. Table of Contents: When you understand where your issue fits within the 

overarching structure & it’s possibly too narrow to be picked up by the index, 

but also uses common terms that don’t lend to keyword searching.  Also useful 

when you need to answer a general question and may need to look at more 

than one section to answer (or get a lay of the land). 

9. Current awareness 

a. What are they 

b. Why we use them 

c. Tools for IP: see Libguide 

d. News Alerts Sign-up sheet 

e. Demo news alert based on morning headline 

10. Evaluating information online 

a. Presentation (Evaluating Information Online presentation developed by Jordan Jefferson, 

Yale Law School) 

b. Exercise. Each pair is given one of the following websites, and asked to evaluate it for 

Authority, Objectivity, Accuracy, coverage/comprehensiveness, Currency, and Citation 

information 

i. www.youtube.com/watch?v=PbQ4JNpXPTY 

ii. www.dowethics.com 

iii. www.ihr.org 

iv. www.geoffmetcalf.com/bread 

v. www.havidol.com 

vi. www.eutimes.net 

vii. www.haggishunt.scotsman.com 

viii. www.ovaprima.org 

ix. www.theonion.com 

x. www.mjt.org  

http://www.youtube.com/watch?v=PbQ4JNpXPTY
http://www.dowethics.com/
http://www.ihr.org/
http://www.geoffmetcalf.com/bread
http://www.havidol.com/
http://www.eutimes.net/
http://www.haggishunt.scotsman.com/
http://www.ovaprima.org/
http://www.theonion.com/
http://www.mjt.org/


Oct. 31 Outline 

Headnote: http://blog.legalsolutions.thomsonreuters.com/legal-research/headnote-of-the-day/02-26-13/ 

Legislative History 

 “I’m Just a Bill” 

o On board:  

 Bill number: committee—reports, hearings, debate (House and Senate), sent to president  

 Public Law No: signing statement 

 Statutes at Large Citation 

 Codification 

 U.S. Code Structure 

o Official v. unofficial 

o Annotated v unannotated 

 Example: Lanham Act 15 USCA 1051 

 Popular Names Table—s. 1051, then TOC to Cancellation 

 Index—codes are organized by subject, so an index is a great way 

to find things (Trademark Cancellation Registration ET 

SEQ 

 1064—cancellation of registration, generic names Notes of 

decisions on everything you need like burden of proof, sufficiency 

of evidence, etc. 

 Exercise—see form on Class Website: Legislative History Exercise 

 Break 

 News Alerts 

 Admin Law 

o Statutes vs regulations 

o Rulemaking process 

 Federal Register 

 CFR 

 Admin Exercise (photos of the following items were provided, and each pair of students needed to 

locate the relevant provision in the CFR) 

o Vessel Hull Design (37 CFR 212) 

o Cloverleaf (cannot be registered) 37 CFR 202.11 

o Bridge (cannot be registered) 37 CFR 202.11 

o Architectural buildings (can be registered) 37 CFR 202.11 

o Semi-conductor chip (mask work) 37 CFR 211 

o Copyright warning sign--37 CFR 201.14 

o Baby Food (37 CFR 6.1(5)) (international schedule of goods) 

o Detergent 37 CFR 6.1(3) 

o Yarn 37 CFR 6.1(23) 

o Bonus Challenge Question: Sesame Street Video, 37CFR 253.4--Performance of musical 

compositions by PBS, NPR and other public broadcasting entities engaged in the activities set 

forth in 17 U.S.C. 118(d)) 

 

http://blog.legalsolutions.thomsonreuters.com/legal-research/headnote-of-the-day/02-26-13/


Nov. 7 Outline 

 CALI primarily covered background, so we will focus on search strategies  

 Trademark 

o Statutes: 15 USC ch 22 

o UPTO Website 

 Trademark Gazette 

 TMEP 

 Acceptable ID of Goods and Services Manual 

 Official Gazette (weekly, new marks) 

 Design Search Code Manual (for figurative elements) 

 Law and policy--rulemaking 

o TESS Powerpoint (available on class website) 

o Searching 

 Structured—fields 

 Free-form—if you really know what you’re doing and need a lot of flexibility to 

craft your own search 

o Basic Search Example  

 Plural, singular 

 Live, dead 

 Limited fields 

 Example: Life is good  show image list, can use quotes, (searched in owner 

field) 

 Not perfect—also brings back “Because Life is Good” company 

 Also demo “Life is Good” as product name 

o Domain name searching 

 Trademark/Aquakids exercise 

 Break 

 News Alerts 

 Copyright 

o 17 USC et seq 

o Protects original fixed, tangible form or expression, but not free-floating ideas  

o Copyright is automatic—as soon as your work is created, it is copyrighted 

o But it helps to register it—defense against infringement later 

o  

o Duration of copyright 

 Pre-1923 works are public domain 

 1923-1965—95 years--copyrighted IF renewal filed 

 1965-1977—95 years 

 1977+--life of the author plus 70 years 

o Like TM, can do own search or hire someone (private firm or library) 

 how to use copyright.gov—an agency at heart 



o register 

o records 

o rulemakings 

o guidance (publications) 

o rules and regulations 

 Search Records 

o Pre 1978—card catalogue only 

o Example: Kermit (retrieves 217 entries) 

o Name: Jim Henson (2104) 

o Set search limits: demo date, set to visual materials, explain gets rid of electronic files, 

text, movies, etc 

o Demonstrate a couple (original is from 1950s) 

 Show difference in author names—James Maury Henson, Jim Henson 

 Non-basic search—name: Kermit, physical description: sculpture 

 Show Young Kermit: variety of author names 

 Copyright Exercise 

 



    TEAM INDEX  

V. TEAM KEYWORD  

V. TEAM TABLE OF CONTENTS 



1. Your client wants to claim trade secret 

protection in an invention where the 

components are all known, but he is keeping 

their combination a secret.  Is this sufficiently 

secret to be a trade secret?  In addition to 

answering the question, provide the relevant 

section, and footnote number at the end of 

the relevant sentence. 

 

 



2. The managing partner tells 

you to use the Georgia-Pacific 

factors to determine the 

reasonable royalty.  How many 

factors are there?  Also tell me 

the section where you found this 

information. 

 



3. In the trade secret context, is 

the relationship between the 

CFO and the corporation a 

confidential relationship?  

Answer the question, and give 

the relevant section and 

subsection. 
 

 



4. Can the FTC be required to 

release trade secret information 

under FOIA?  Provide the 

section where you found it, and 

the footnote number at the end 

of the relevant sentence. 
 

 

 



5. Can an oral contract 

regarding trade secrets ever 

be valid?  Answer the 

question and provide the 

section where you found the 

answer. 
 

 

 

 



6. You’ve heard reverse engineering 

is a defense to a misappropriation of 

trade secret claim.  You want to 

learn more about the law in this 

area.  Tell me the section you’d 

want to read. 
 

 

 

 



7. Are lists of customers likely 

to be protected as trade 

secrets in Massachusetts?  

Give the answer and the 

section where you found it. 

 
 

 

 



8. What are some of the 

different ways someone might 

enforce his/her trade secret 

protection?  List them and tell 

me the appropriate section. 
 

 

 

 



9. Your client is seeking injunctive relief 

against the defendant.  You want to 

know whether this determination will be 

made by a judge or jury.  Answer the 

question, and tell me the section and 

subsection where you found the answer. 
 

 

 

 

 



TIEBREAKER: You are 

practicing in Rhode Island 

and want to know if the 

Uniform Trade Secrets Act 

has been adopted by your 

state, and if it has, where it is 

in the code. 
 

 

 

 

 

 


